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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including tine fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
07/08/2009 has been entered. 

Response to Amendment 

2. The amendments filed on 06/09/2009 have been entered. 

Claim Rejections - 35 USC § 102 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1-5 and 8 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Yamada (5432023). 

Regarding claim 1, Yamada teaches an electrode (col. 29, lines 54-67; col. 30, 
lines 1-2) comprising a carbon (col. 29, lines 54-67; col. 30, lines 1-2) carrying a metal 
and a binder (col. 29, lines 54-67; col. 30, lines 1-2), the carbon having a specific 
surface area equal to or larger than 100 m^/g (col. 34, lines 8-13). 

Regarding claim 2, Yamada teaches an electrode according to claim 1, which is 
formed on an electrically conductive substrate (col. 47, lines 34-40). 
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Regarding claim 3, Yamada teaches an electrode according to claim 2 wherein 
the electrically conductive substrate is made of glass, a polymer film or a metal (col. 47, 
lines 34-40). 

Regarding claim 4, Yamada teaches an electrode according to claim 1 wherein 
the carbon is needle-like carbon, fullerene, carbon nanotube or electrically conductive 
carbon black (col. 34, lines 8-13) 

Regarding claim 5, Yamada teaches an electrode according to claim 1 wherein 
the metal is at least one kind of metal selected from the group consisting of Pt, Ru, Co, 
Ti, Ni, Al and Au (col. 29, lines 54-67; col. 30, lines 1-2). 

Regarding claim 8, Yamada teaches an electrode according to claim 1 wherein 
the amount of the metal carried by the carbon is equal to or more than 5 weight percent 
of the carbon (col. 34, lines 8-14). 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Yamada. 
In regard to Claim 7 Yamada differs from the claimed invention by not showing 

the specific surface area of the carbon is equal to or larger than 300 m^/g. It would 
have been obvious to one having ordinary skill in the art at the time the invention was 
made for the specific surface area of the carbon is equal to or larger than 300 m^/g. 
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since it lias been lield tliat where the general conditions of a claim are disclosed in the 
prior art, discovering the optimum or workable ranges involves only routine skill in the 
art. InreAller, 105USPQ233. 

Regarding claim 18, Yamada teaches an electrode (col. 29, lines 54-67; col. 30, 
lines 1-2) comprising a carbon (col. 29, lines 54-67; col. 30, lines 1-2) carrying both a 
metal and a binder (col. 29, lines 54-67; col. 30, lines 1-2). 

While Yamada teaches the amount of metal in the electrode to be around 20% 
(col. 34, lines 8-14), Yamada does not teach an amount of metal in the electrode 
ranging between 5 wt % and 15 wt % relative to the carbon. 

In regard to Claim 18 Yamada differs from the claimed invention by not showing 
an amount of metal in the electrode ranging between 5 wt % and 15 wt % relative to the 
carbon. It would have been obvious to one having ordinary skill in the art at the time the 
invention was made for the an amount of metal in the electrode ranging between 5 wt % 
and 15 wt % relative to the carbon, since it has been held that where the general 
conditions of a claim are disclosed in the prior art, discovering the optimum or workable 
ranges involves only routine skill in the art. In re Aller, 105 USPQ 233. 

In regard to Claim 19 Yamada differs from the claimed invention by not showing 
the binder in the electrode comprises more than 5 wt % of the carbon. It would have 
been obvious to one having ordinary skill in the art at the time the invention was made 
for the binder in the electrode comprises more than 5 wt % of the carbon, since it has 
been held that where the general conditions of a claim are disclosed in the prior art. 
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discovering the optimum or workable ranges involves only routine skill in the art. In re 
Aller, 105 USPQ 233. 

6. Claim 16 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yamada, in further view of Ishibashi (JP 2003021410). 

Regarding claim 16, Yamada teaches an electrode comprising a carbon carrying 

a metal and a binder. 

However, Yamada does not teach the electrode is disposed immediately 
adjacent to an electrolytic layer. 

Ishibashi teaches an electrode (fig. 1, page 14, 4) disposed immediately adjacent 
to an electrolytic layer (fig. 1, page 14, 5). 

One with ordinary skill in the art would know that the electrolytic layer acting as 
an electrochemical contact. Also, both teachings are related to the same field of 
endeavor i.e. fabrication of solar cells. 

Thus, it would have been obvious to one of ordinary skill in the art at the time of 
the invention to append the teachings of Ishibashi to the teachings of Yamada due to 
aforementioned reasons. 

Regarding claim 20, Yamada/lshibashi teaches an electrolytic layer (Ishibashi, 
fig. 1, page 14, 5) disposed adjacent to the electrode (Ishibashi, fig. 1, page 14, 4) and a 
semiconductor layer (Ishibashi, fig. 1, page 14, 2) disposed adjacent to the electrolytic 

layer. 
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In regard to Claim 20 Yamada/lshibashi differs from the claimed invention by not 
showing the electrolytic layer having a thickness of between about 1 micron and 100 
microns. It would have been obvious to one having ordinary skill in the art at the time 
the invention was made for the electrolytic layer having a thickness of between about 1 
micron and 100 microns, since it has been held that where the general conditions of a 
claim are disclosed in the prior art, discovering the optimum or workable ranges 
involves only routine skill in the art. In re Aller, 105 USPQ 233. 

7. Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yamada, in view of Yamakawa (US 66566633 B2). 

Regarding claim 17, Yamada teaches an electrode comprising a carbon carrying 
a metal and a binder. 

However, Yamada does not teach the binder is insoluble to electrolytes. 

Yamakawa teaches the binder is insoluble to electrolytes (Yamakawa, col. 7, 
lines 62-67). 

One with common knowledge in the art would know by having a binder with such 
properties, this prevents the diffusion of electrolytes, from the electrolytic layer. 

Thus it would have been obvious to one of ordinary skill in the art at the time of 
the invention to append the teachings of Yamakawa to the teachings of Yamada due to 
aforementioned reasons. 
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Response to Arguments 

8. Applicant's arguments witli respect to claims have been considered but are moot 
in view of the new ground(s) of rejection. Response to arguments on newly added 
limitations are responded to in above rejection. 

Conclusion 

9. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure: 

Murofushi (7157788 B2) - electrode adjacent to electrolytic layer 
Yamada (5800631) - has carbon, metal, binder 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CALEB HENRY whose telephone number is (571)270- 
5370. The examiner can normally be reached on Monday-Thursday, 7:30 AM- 5:30 
PM, ALT. Fridays, Est.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kimberly D. Nguyen can be reached on 571-272-2402. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Matthew S. Smith/ 

Supervisory Patent Examiner, Art 

Unit 2823 

/CALEB HENRY/ 
Examiner, Art Unit 2894 



